The opinion in support of the decision being entered today was not witten for
publication and is not binding precedent of the Board.
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DECI SI ON ON APPEAL
This is an appeal fromthe exanminer’s final rejection of
claims 1-12, which are all of the clains remaining in the
appl i cati on.
THE | NVENTI ON
The appellants’ clainmed invention is directed toward a
process for maki ng a sem conduct or package wherein a

sem conductor chip is bonded to a | ead frame by an adhesive
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havi ng specified properties. Caimlis illustrative:

1. A fabrication process of a sem conduct or
package, conprising the steps of:

(1) bonding a sem conductor chip to a |lead franme
wi th an adhesi ve nenber; and

(2) nolding a nol ding conpound so that the
nmol di ng conpound covers at | east said sem conduct or
chip and a bonded part between the sem conductor
chip and said | ead frame, wherein:

sai d adhesive nenber is a conposite
adhesi ve sheet conprising a heat-resistant film
and a coating |ayer of an adhesive applied on
both maj or surfaces of the heat resistant film
and

sai d adhesive is a heat-resistant adhesive
having a com ng-out |length of not nore than 2
mm and a water absorption rate of not nore than

3 wt. %
THE REFERENCES
Newman et al. (Newman) 4,545, 840 Cct. 08,
1985
Pashby et al. (Pashby) 4,862, 245 Aug. 29,

! The appellants define “coming-out length” as “the length of a camne-out
peri pheral portion of a 19 x 50 mm wi de adhesive filmof 25 Fmin thickness as
neasured at a central part in the direction of the |onger surfaces of the
adhesive fil mwhen the adhesive filmis pressed at 350°C under 3 MPa for one
m nute” (specification, page 8, lines 7-11).
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THE REJECTI ONS
Clainms 1-12 stand rejected as follows: under 35 U. S.C
8 102(b) as anticipated by or, in the alternative under 35
U.S.C. §8 103 as obvi ous over Pashby, and under 35 U. S.C. § 103

as obvi ous over Pashby in view of Newran.

OPI NI ON

We reverse the aforenentioned rejections.

Rej ection under 35 U . S.C. § 102(b)

In order for a clained invention to be anticipated under
35 U.S.C. § 102(b), all of the elenents of the claimnust be
found in one reference. See Scripps Cinic & Research Found.
v. Genentech Inc., 927 F.2d 1565, 1576, 18 USPQd 1001, 1010
(Fed. Cir. 1991).

Pashby di scl oses a nethod for naking a sem conductor
package wherein a sem conductor chip is bonded to a | ead frane
by an adhesi ve nenber conprised of a heat resistant film
havi ng an adhesive coating on both of its sides, and a nol ding

conmpound covers the sem conductor chip and a bonded part
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bet ween the sem conductor chip and the lead franme (col. 3,
lines 59-65; col. 4, lines 6-33). Pashby does not disclose
the com ng-out length or the water absorption rate of the
adhesi ve.

The exam ner argues that the adhesive in the processes of
bot h Pashby (col. 4, lines 17 and 21) and the appellants
(specification, page 7, line 19) can be a polyi m de adhesive,
and that because both adhesives are polyi m de adhesives, they
must have the sane com ng-out |ength and water absorption rate
(answer, page 5).

The appel |l ants argue that the com ng-out |ength and the
wat er absorption rate required by their clains are not
i nherent characteristics of polyimde adhesives (brief, pages
4-6). The appellants argue that their specification teaches
(page 9, lines 5-16; page 18, line 23 - page 19, |line 16) that
the com ng-out |length and the water absorption rate depend
upon the ratio of reaction conponents used to nake the
adhesi ve resin and upon additional factors such as the
reaction conditions used in making the adhesive resin, the
adhesi ve resin nol ecul ar weight, and the presence in the
adhesi ve conposition of additional resins such as epoxy resins
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and additives such as a coupling agent (brief, page 6). The
appel l ants argue that their conparative exanpl es 3 and 4
(specification, page 43, line 19 - page 44, line 15) provide
evi dence that an adhesive made from a polyi m de resin does not
necessarily have the com ng-out length required by their
clainms (brief, page 5). The com ng-out lengths in conparative
exanples 3 and 4 are, respectively, 3.4 mmand 2.2 mm

The exam ner does not address the disclosure in the
appel l ants’ specification regarding the factors which
i nfluence the com ng-out |ength and the water absorption rate.
Nor does
t he exam ner discuss the evidence in the specification.

| nst ead,

t he exam ner erroneously argues that there is apparently
not hi ng of record which indicates that all of Pashby’s
adhesi ves do not have a com ng-out length within the range
requi red by the appellants’ clainms (answer, page 9).

The appel | ants have, as discussed above, provided
evi dence that polyim de adhesives do not necessarily have a
com ng-out length within the range required by their clains,
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and the exam ner has provided no evidence to the contrary.
Thus, the greater weight of the evidence of record favors a
finding that the exam ner has not established a prima facie
case of anticipation of the invention recited in any of the
appel lants’ clains. Accordingly, we reverse the rejection
under 35 U. S.C. 8§ 102(b).
Rej ections under 35 U.S.C. § 103

The exam ner provides no explanation as to why Pashby
woul d have fairly suggested, to one of ordinary skill in the
art, nodifying the process disclosed therein such that the
adhesi ve has a com ng-out |length and a water absorption rate
which are within the ranges required by the appellants’
clainms. W
therefore reverse the rejection under 35 U.S.C. 8§ 103 over

Pashby.

The exam ner relies upon Newman (col. 2, lines 57-67) for
evi dence that polyimdes are heat resistant (answer, page 4).
The exam ner does not explain how Newran renedi es the

deficiency in Pashby di scussed above. Hence, we reverse the
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rejection under 35 U.S.C. 8§ 103 over Pashby in view of Newman.
DECI SI ON
The rejections of clainms 1-12 under 35 U S.C. § 102(b)
over Pashby and under 35 U.S.C. 8 103 over Pashby and over

Pashby in view of Newran are reversed.

REVERSED

EDWARD C. KI M.IN )
Adm ni strative Patent Judge )

)

)

) BOARD OF PATENT
BRADLEY R GARRI S ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)

)

)
TERRY J. OWENS )
Adm ni strative Patent Judge )
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